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Matthew J. Sampson is partner of the Chicago Law Firm McDonnell, Boehnen, Hulbert & Berghoff LLP.  
He has more than 18 years’ experience in the practice of intellectual property law, with a particular emphasis
on litigation, prosecution and client counselling.

Kevin E. Noonan is a partner in the Chicago law firm of McDonnell, Boehnen, Hulbert & Berghoff, LLP.  
He has extensive experience in biotechnology and the chemical arts. Dr. Noonan brings many  years of
experience as a molecular biologist working on high-technology problems to his legal work. He has wide
experience in all aspects of patent prosecution and client counselling on validity, infringement, and patenting
strategy matters. 

US and European patent practice differ in many essential ways. The comprehensive
programme of this webcast will highlight and explain these differences from the US
point of view, giving viewers a better understanding of the US system, and enabling
them to work more effectively with their US counterparts.
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PROGRAMME DAY ONE

Introduction
Brief update on US Patent Law, including an overview of the current status of affairs of
the US Patent Office, recent and pending legislation and US Supreme Court decisions.
Summary of Statutory Requirements for Patentability
Types of Claims
35 USC § 112 – Specification, Enablement, Written Description, Claims
� Enablement

– In re Wands Factors
� Written Description

– Lilly Enzo
– Gentry Gallery/Tronzo

� Best Mode

� Means plus function (35 USC § 112 ¶ 6)
� Definiteness
� Common Errors in Claim Drafting
� Successful US Claim Drafting
� Claim Construction

– Drafting and Prosecution Considerations


